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Art Unit 

2828 



- Th MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days v^ll be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Offrce later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 16 September 2002 , 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under £x pa/Ye Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Clainn(s) 32-59 is/are pending in the application. 

4a) Of the above clainn(s) 53-59 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 32-52 Is/are rejected. 
?)□ Claim(s) is/are objected to. PAUL IP 

8) 0 Claim(s) are subject to restriction and/or election requirement. ^"jESmGY^CE^^ 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)\3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: 3)0 approved b)\3 disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) 

1 ) K Notice of References Cited (PTO-892) 4) □ Inten^iew Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-1 52) 

3) S Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 7 . 6) □ Other: 
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DETAILED ACTION 
Election/Restrictions 

1 . Claims 53-59 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in Paper 
No. 09. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 51 and 52 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. Claims 51 and 52 provides for the use of a laser module, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 51-52 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
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35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person liaving ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 32-52 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roychoudhuri et al. (6438147) in view of Kawasaki et al. (EPO 910184 A2) and/or 
Endoh et al. (5754571 ). Roychoudhuri et al. teaches a method of controlling a laser 
module comprising the steps of establishing a predetermined laser temperature using a 
temperature control means 30 and controlling laser current to give a wavelength of 
operation substantially equal to a desired wavelength, see abstract, col. 3, lines 10-27 
and col. 5, lines 39-58. Roychoudhuri et al. fails to teach establishing a predetermined 
output power from the laser module by means of an attenuator. Kawasaki et al. and/or 
Endoh et al. teach establishing a predetermined output power from the laser module by 
means of an attenuator. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use an attenuator (which was well known in the art 
at the time) on the output of the laser of Bennett to reduce the burden on the laser to 
obtain a given optical output level (as stated in Kawasaki et al. col. 8, lines 20-45) 
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and/or to obtain a predetermined power intensity without influencing the wavelength of 
the output light (as stated by Endoh et a!., see abstract and col. 2, line 40-col. 3, line 9). 

Regarding claims 33-37 and 46-50, Endoh et al. teach all of the stated 
limitations, see col. 5, line 14-col. 7, line 36. 

Regarding claim 38, It would have been an obvious matter of design choice to 
configure the operation of the attenuator, since applicant has not disclosed that 
operating the attenuator in a ramp fashion solves any stated problem or is for any 
particular purpose and it appears that the invention would perform equally well with 
operating the attenuator in a sinusoidal fashion. 

Regarding claims 39-41, all the stated limitations are taught, see Roychoudhuri 
et al., col. 3, lines 10-27 and col. 5, lines 39-58 and Endoh et al.. Fig. 13, col. 12, lines 
10-47. 

Regarding claim 42, all the stated limitations are taught, see Roychoudhuri et al.. 
Fig. 1, col. 3, lines 10-27 and col. 5, lines 59-62 and Endoh et a!., Fig. 14, col. 12, lines 
55-63. 

Regarding claim 43, all the stated limitations are taught, see Roychoudhuri et al., 
col. 5, lines 39-58. 

Regarding claims 44-45, it has been held to be within the general skill of a worker 
in the art to select a known material on the basis of its suitability for the intended use as 
a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Regarding claims 51 and 52, all the stated limitations are taught, see Kawasaki 

et al.. 
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Response to Arguments 

7. Applicant's arguments with respect to claims 32-59 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Wu et al. (5963291) teaches optical attenuators are well known 
and that they are generally constructed so that attenuation is at a maximum when the 
power of the device Is off. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cornelius H. Jackson whose telephone number is (703) 
306-5981. The examiner can normally be reached on 8:00 - 5:00, Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Ip can be reached on (703)308-3098. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-7722 for 
regular communications and (703) 308-7721 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 
0956. 




PAUL IP 

?UPFRViSORY PATEMT EXAMINER 
TECHNOLOGY CENTER 2800 



December 2, 2002 



